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1'We note that appellants filed a petition under 37 CFR § 1.48(b)
requesting deletion of Kevin Burns and Ellen M Thomas as inventors on the
basis that they were originally and properly included as inventors but their
invention is no |longer being clained in this application (Paper No. 20, filed
May 14, 1998). There is no indication in the application file that the
primary exam ner has considered or rendered a decision on the petition.
Accordingly, Kevin Burns and Ellen M Thonas are still listed as inventors in
this application. As the ultinmate decision on the petition does not appear to
have any bearing on the issue before us in this appeal, we have decided this
appeal in the interest of judicial efficiency and | eave the petition to be
deci ded by the examiner upon return of jurisdiction of this application to the
exam ner.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 2, 3, 5, 7, 8, 10, 43-46, 49 and 50, which

are all of the clainms pending in this application.
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BACKGROUND

The appellants' invention relates to a nethod for
controlling termtes (claim43 and the clains dependi ng
therefron) and to a delivery systemfor controlling termtes
(claim44 and the clains depending therefrom. The two
i ndependent cl ai ns on appeal read as foll ows:

43. A nmethod for controlling termtes conprising the
foll ow ng step:

pl aci ng or nounting a delivery housing on an
above or on ground target surface, the target
surface extendi ng beyond the delivery housing, the
delivery housing containing a toxic termte bait
mat eri al, the delivery housing having an opening
defined by an edge, the edge abutting the target
surface such that the delivery housing encl oses part
of the target surface to define an encl osed space
such that substantial |oss of npisture fromthe
encl osed space is prevented, the delivery housing
opening providing termte conmuni cati on between the
target surface and the encl osed space such that
termtes that may be present on the target surface
have access to the toxic termte bait material in
t he delivery housing.

44. A delivery systemfor controlling termtes, the
delivery system conprising a delivery housing and a
toxic termte bait material, the delivery housing
bei ng adapted for placenment or nounting on an above
or on ground target surface, the target surface

ext endi ng beyond the delivery housing, the delivery
housi ng containing the toxic termte bait material,

t he delivery housing having an opening defined by an
edge that is adapted to abut the target surface so
that the delivery housing encloses part of the

3



Appeal No. 2000-0604
Application No. 08/483, 735

target surface to define an encl osed space such that

substantial |oss of noisture fromthe encl osed space

is prevented, the delivery housing opening providing

termte conmunication between the target surface and

t he encl osed space such that termtes that may be

present on the target surface have access to the

toxic termte bait material in the delivery housing.

The sole prior art reference of record relied upon by the
exam ner as evi dence of obviousness is:
Bur gess 3, 564, 750 Feb. 23, 1971

The followng rejection is before us for review

Clains 2, 3, 5, 7, 8, 10, 43-46, 49 and 50 stand rejected
under 35 U. S.C. 8§ 103(a) as being unpatentabl e over Burgess.

Reference is made to the brief (Paper No. 28) and the
final rejection and answer (Paper Nos. 25 and 29) for the
respective positions of the appellants and the examner with
regard to the nerits of this rejection.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the Burgess reference, and to the respective
positions articul ated by the appellants and the exam ner. As

a consequence of our review, we nmake the determ nations which

foll ow
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Bur gess di scl oses a device for protecting woden parts of
bui | di ngs agai nst subterranean termtes. The device takes the
formof a baited trap, which when actuated by termtes,

di scharges an insecticide and operates an electrical swtch.
According to Burgess, "[t]ypically, said device should be
installed just bel ow ground | evel near the wooden structure to
be protected agai nst subterranean termtes"” (col. 1, lines 54-
56). The device conprises a frangible insecticide-containing
capsule 3 attached to the lower side of a top cover 1 and

encl osed by an enclosure including the top cover 1, four side
covers 2 and the conbination of a bottom cover 11 and bai't
assenbly 12. Preferably, the bait assenbly extends downward
and outside the enclosure to provide easy accessibility to
subterranean termtes. A projectile 6 is held away fromthe
capsul e 3, under the tension of springs 5, by a string rel ease
trigger 7, pin release trigger 10 and alternate rel ease
trigger 9. The bait assenbly 12 and the three rel ease
triggers are constructed of cellul ose-containing material for
consunption by termtes. In the event that subterranean
termtes enter the device and consune any of the rel ease
triggers, the projectile 6 is released and propelled by the
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bi asing force of the springs 5 upward into the frangible
capsule 3, thus fracturing the capsule and rel easing the

i nsecticide content onto the intruding termtes. The upward
nmovenent of the projectile also severs a netal foil strip of a
detector switch 8 to signal actuation of the device.

We fully understand the examiner's position in construing
the bait assenbly 12 of the Burgess device as a "target
surface" and the enclosure including top cover 1, side covers
2 and bottom cover 11 as a delivery housing, with the bottom
cover having an openi ng through which the bait assenbly passes
and which provides termte comrmuni cati on between the bait
assenbly and the encl osed space within the enclosure. The
exam ner concedes that Burgess does not disclose a toxic bait
mat eri al contained by the housing as required by independent
clainms 43 and 44, but takes official notice that toxic termte
baits are old and well known in the art and asserts that it
woul d have been obvious to enploy a toxic termte bait
material in the frangible capsule 3, "since nmerely [sic: mere]
substitution of one poison for another is contenplated and the

function is the same and no showi ng of unexpected results was
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made" (final rejection, page 3). Appellants have not
contested this assertion by the exam ner.

Appel  ants do, however, take issue with the exam ner's
characterization of the top cover 1, side covers 2 and bottom
cover 11 as a delivery housing having an openi ng defined by an
edge adapted to abut a target surface so that the housing
encl oses part of the target surface to define an encl osed
space, as required by clainms 432 and 44 (brief, pages 6-7).
After having carefully reviewed the teachings of Burgess, we
find ourselves in agreenent with appellants' position for the
foll ow ng reasons.

The bait assenbly 12 of Burgess is an integral part of
t he Burgess device which is connected, via the rel ease
triggers, springs and spring fasteners 4 to the side covers 2.
In order to construct the Burgess device, the bait assenbly 12
must first be connected to at |east the side covers prior to

assenbling all six covers of the enclosure to forma delivery

housi ng as construed by the exam ner, thereby filling any

2 Wi le the | anguage "adapted to abut" does not appear in nethod claim
43, the recited step of placing a delivery housing on a target surface, the
delivery housi ng having an openi ng defined by an edge abutting the target
surface, inplicitly requires that the housing have an openi ng defined by an
edge adapted to abut a target surface.
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opening in the bottomcover 11. Consequently, we share
appel lants' view that the exam ner's characterization of the
top cover 1, four side covers 2 and bottom cover 11 as a
del i very housi ng having an opening in the bottom cover as
required by clains 43 and 44 is not well founded.

Moreover, with particular regard to nmethod claim43, the
exam ner's position that, notw thstandi ng the teaching by
Burgess that the device should typically be installed just
bel ow ground | evel, placenent of the entire device into the
ground is not |ikely "because the size of the hole would have
to be nuch larger to put the delivery housing into the ground
than just the target surface" (answer, page 4), appears to us
to be based upon unfounded assunptions or specul ation.

Rej ections based on 35 U. S.C. 8 103 nust rest on a factual
basis. In making such a rejection, the exam ner has the
initial duty of supplying the requisite factual basis and may
not, because of doubts that the invention is patentable,
resort to specul ation, unfounded assunptions or hindsi ght
reconstruction to supply deficiencies in the factual basis.

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967), cert. denied, 389 U S. 1057 (1968). 1In this instance,
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whil e the exam ner has proffered a rationale for placing the
encl osure portion of the Burgess device above or on the
ground, as required by claim43, with only the portion of the
bait assenbly 12 extending fromthe encl osure portion |ocated
in the ground, Burgess provides no suggestion for such use of
t he devi ce.

For the foregoing reasons, we shall not sustain the
exam ner's rejection of independent clains 43 and 44, or of
clains 2, 3, 5, 8, 10, 45, 46, 49 and 50 whi ch depend from

clainms 43 and 44, as bei ng unpat entabl e over Burgess.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 2, 3, 5, 7, 8, 10, 43-46, 49 and 50 under 35 U.S.C. 8§
103 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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